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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-2, 5, 8-12 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ciba-Geigy (GB 1 ,389,238). 

Regarding claim 1 , Ciba-Geigy teaches a process for the preparation of 
condensed resins in powder form, wherein the condensation of at least one 
crosslinkable starting material which is liquid or dissolved in a liquid phase with at least 
one aldehyde (p 1 In 72-76) is carried out in a spray reactor (p1 In 39). 

Regarding claim 2, Ciba-Geigy teaches that the condensation is carried out 
within the range of 20 °C to 150 °C (p 8 In 68-70). 

Regarding claim 5, Ciba-Geigy teaches that the condensation is carried out in the 
presence of a dry accompanying gas (p 5 In 36-37). 

Regarding claims 8-9, Ciba-Geigy teaches a mean particle diameter between 50 
and 300 microns (p 5 In 120-122). 

Regarding claim 10, Ciba-Geigy teaches that the starting materials are mixed 
prior to spraying and are kept at within a range between -40 °C to 30 °C (p 8 In 57-58). 

Regarding claim 1 1 , Ciba-Geigy teaches that wherein the starting material used 
is melamine (p 1 In 47) or urea (p 8 In 54). 
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Regarding claim 12, Ciba-Geigy teaches that the aldehyde used is formaldehyde 
(p 8 In 56). 

Regarding claim 18, Ciba-Geigy teaches that the condensation is carried out in 
the presence of a dry accompanying gas (p 5 In 36-37). 



Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



6. Claims 1 3-1 4 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Ciba-Geigy. 

Regarding claim 13, Ciba-Geigy teaches a condensate (p 8 In 69). 

The disclosed product of Ciba-Geigy and the instantly claimed product appear to 
be essentially the same, comprised of the same components, and used in the same 
manner. In the event any differences can be shown for the product of the product-by- 
process claim 13 as opposed to the product taught by the prior art, such differences 
would have been obvious to one of ordinary skill in the art as a routine modification of 
the product in the absence of a showing of unexpected results. See In re Thorpe, 227 
USPQ 964 (Fed. Cir. 1985). Also, when the examiner has found a substantially similar 
product as in the applied prior art, the burden of proof is shifted to applicant to establish 
that their product is patentably distinct and not the examiner to show the same process 
of making. In re Brown, 173 USPQ 685 and In re Fessmann, 180 USPQ 324. 

Regarding claim 14, Ciba-Geigy teaches a condensate (p 8 In 69). The examiner 
recognizes that the claimed moisture content is not positively stated by the reference. 
However, since the reference discloses all of the claimed ingredients, process steps 
and process conditions, the claimed moisture content would inherently be achieved by 
carrying out the disclosed process. If it is Applicant's position that this would not be the 
case: (1) evidence would need to be presented to support applicants' position; and (2) it 
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would be the examiner's position that the application contains inadequate disclosure in 
that there is no teaching as to how to obtain the claimed properties and effects by 
carrying out only these steps. 

In the event any differences can be shown for the product of the product-by- 
process claim 14 as opposed to the product taught by the prior art, such differences 
would have been obvious to one of ordinary skill in the art as a routine modification of 
the product in the absence of a showing of unexpected results. See In re Thorpe, 227 
USPQ 964 (Fed. Cir. 1985). Also, when the examiner has found a substantially similar 
product as in the applied prior art, the burden of proof is shifted to applicant to establish 
that their product is patentably distinct and not the examiner to show the same process 
of making. In re Brown, 173 USPQ 685 and In re Fessmann, 180 USPQ 324. 

Claim Rejections - 35 USC § 103 

7. Claims 3, 15 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ciba-Geigy as applied to claim 1 above and further in view of Thiesse et al. (US 
5,807,584), henceforth Thiesse. 

Regarding claims 3, Ciba-Geigy does not teach a nozzle size. However, Thiesse 
establishes nozzle size as a result effective parameter by teaching that the nozzle 
diameter is always smaller than the size of the particle it makes. Therefore it would 
have been obvious to one of ordinary skill in the art to optimize the size of the orifice in 
Ciba-Geigy's method because Thiesse teaches that the size of the nozzle determines 
the size of the particle formed. Optimizing a result-effective parameter known in the art 
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does not impart patentable distinction to an invention. See MPEP 2144.05 [R-5] II, in re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Regarding claim 15, Ciba-Geigy does not teach a nozzle size. However, Thiesse 
establishes nozzle size as a result effective parameter by teaching that the nozzle 
diameter is always smaller than the size of the particle it makes. Therefore it would 
have been obvious to one of ordinary skill in the art to optimize the size of the orifice in 
Ciba-Geigy's method because Thiesse teaches that the size of the nozzle determines 
the size of the particle formed. Optimizing a result-effective parameter known in the art 
does not impart patentable distinction to an invention. See MPEP 2144.05 [R-5] II, in re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Regarding claim 19, Ciba-Geigy teaches that the condensation is carried out in 
the presence of a dry accompanying gas (p 5 In 36-37). 

8. Claims 4, 16 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ciba-Geigy as applied to claim 1 above and further in view of Levendis et al. (US 
5,269,980), henceforth Levendis. 

Regarding claim 4, Ciba-Geigy teaches does not teach drops perse. However, 
Levendis teaches that doing the condensation in individual drops produces particles of 
predictable shape and size (col 1 In 45-49). Therefore it would have been obvious to 
one of ordinary skill in the art to use drops in the method taught by Ciba-Geigy because 
Levendis teaches that this produces particles of uniform shape and size. 
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Regarding claim 16, Ciba-Geigy teaches does not teach drops perse. However, 
Levendis teaches that doing the condensation in individual drops produces particles of 
predictable shape and size (col 1 In 45-49). Therefore it would have been obvious to 
one of ordinary skill in the art to use drops in the method taught by Ciba-Geigy because 
Levendis teaches that this produces particles of uniform shape and size. 

Regarding claim 20, Ciba-Geigy teaches that the condensation is carried out in 
the presence of a dry accompanying gas (p 5 In 36-37). 

9. Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ciba- 
Geigy. 

Ciba-Geigy does not specify the pressure at condensation. However, Ciba- 
Geigy establishes pressure as a result effective parameter by teaching that pressure 
affects the dispersion and secondary agglomeration of the droplets (p 5 In 73-75). 
Therefore it would have been obvious to one of ordinary skill in the art to optimize the 
size of the pressure in Ciba-Geigy's method because Ciba-Geigy teaches that pressure 
determines the droplets' dispersion and secondary agglomeration. Optimizing a result- 
effective parameter known in the art does not impart patentable distinction to an 
invention. See MPEP 2144.05 [R-5] II, in re Boesch, 617 F.2d 272, 205 USPQ 215 
(CCPA 1980). 

1 0. Claim 1 7 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Ciba- 
Geigy in view of Thiesse as applied to claim 3 above, and further in view of Levendis. 
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Ciba-Geigy teaches does not teach drops perse. However, Levendis teaches 
that doing the condensation in individual drops produces particles of predictable shape 
and size (col 1 In 45-49). Therefore it would have been obvious to one of ordinary skill 
in the art to use drops in the method taught by Ciba-Geigy because Levendis teaches 
that this produces particles of uniform shape and size. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Magali P. Theodore whose telephone number is (571) 
270-3960. The examiner can normally be reached on Monday through Friday 9:00 a.m. 
to 5:30 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina A. Johnson can be reached on (571) 272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. P. 1.1 

Examiner, Art Unit 1791 
/Christina Johnson/ 

Supervisory Patent Examiner, Art Unit 1791 



